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Status 

1)E>3 Responsive to commgnication(s) filed on 1 1 December 2006 . 
2a)S This action is FINAL. : 2b)D This action is non-final. 

3)D Since this application^ in condition for allowance except for formal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims ° 

• 4)E3 Claim(s) 65-103 and 106-110 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) ■ is/are allowed. 

6) IEI Claim(s) 65-103 and '106-110 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)n The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
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2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 65-86, 95-103, and 106-110 rejected under 35 U.S.C. 102(b) as being 
anticipated by WO 98/58002. 

The rejection stands as per reasons of record. Insofar as the independent claims 
are amended to recite tall oil fatty acids or Monomer, this limitations are still met by the 
disclosure of the reference. While overall composition of DTO is different from TOFA, 
the reference expressly states that some significant residual amounts of fatty acids from 
TOFA are inherently present in the DTO as discussed in detail on page 6 of the 
specification. Similarly, it is reasonable believed that at least some amount of 
Monomer is inherently present in the DTO as it is impossible to remove the entire 
amounts of volatiles from tall oil. Furthermore, as expressly shown in the discussion on 
page 6, the amounts of TOFA fatty acids in DTO is quite significant, and in combination 
with the disclosure of the overall amount of DTO used in the reaction, the lower 
limitation to the amount of acids (as per, for example, claims 70-71) is still met by the 
DTO compound used in the disclosed reactions. It is noted that there is no limitation 
that specifically requires any amount of Monomer to be present in the reaction. The 
invention as claimed, thus, sis still considered to have been anticipated by the 
disclosure of the reference. 
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Claims 65-86, 95-103 and 106-110 are rejected under 35 U.S.C. 102(b) as being 
anticipated by US Patent 2,309,610 to Burrell (of record, hereinafter "Burrell"). 

Burrell discloses a process for obtaining resin, the process comprising reacting 
reactants at elevated temperature, the reactants comprising rosin, fatty acid, aldehyde 
and phenolic compound that is at least trifunctional with respect to reactivity with 
aldehyde, where the phenolic compound that is at least trifimctional constitutes at least 

* 

25 wt% of all phenolic compounds used to form the resin and wherein the fatty, acid is 
tall oil fatty acid. See, for example, illustrative example 12 and the entire disclosure of 
the patent which expressly discusses all of the claimed components in the claimed 
amounts. The only component which is not expressly disclosed is the Monomer. 
However, the TOFA expressly disclosed by the reference inherently comprises at least 
some amounts of Monomer. In the absence of any quantitative limitations as to the 
amounts of the Monomer, any amounts inherently present in the TOFA satisfies the 
limitations of the claims directed solely to Monomer as the fatty acid component. The 
reference further expressly discloses various used of the resin such as varnishes, 
water-based compositions and other uses which fully correspond to the claimed uses. 

The invention as claimed in amended claims, thus, is fully disclosed in the cited 
reference. 

Response to Arguments 

Applicant's arguments filed 12-1 1-2006 are have been fully considered but they 
are not persuasive. The applicants argue with r WO reference that the reference does 
not disclosed the claimed TOFA or Monomer fatty acids. The examiner disagrees. 
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While, as noted above, DTO and TOFA do have different overall compositions, as 
discussed above the reference expressly teaches that DTO does contain residual 
amounts of TOFA acids (the reference dedicated entire page 6 to this discussion), and, 
as disclosed by the reference, the fatty acid components of DTO are "presumably 
formed, at least in part, from TOFA fatty acids and/or the fatty acid-like and the 
rosin-like components", the claimed limitation of the fatty cid to be either TOFA or 
Monomer are inherently met by the DTO fatty acids. (It is noted that the claim language 
does not preclude any other acids in any other amounts (e=with exception of claims 
claiming the TOFA cid amounts that can be as low as 5 %) from being present in the 
reaction composition). 

Therefore, the invention as claimed is still considered to have been anticipated 
by the WO reference. 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuarft to 37 CFR 1.136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Irina S. Zemel whose telephone number is (571)272- 
0577. The examiner can normally be reached on Monday-Friday 9-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Seidleck can be reached on (571)272-1078. The fax phone number 
for the organization where this application or proceeding is assigned is 571 r 273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Irina S. Zemel 
Primary Examiner 
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